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REMARKS 

In the Office Action, the Examiner noted that claims l-1 6 are pending in the 
application, claims 1-16 arerejected, and claim 4, 10 and 15 are objected to. By this ' 
Amendment, claims? 4, 1 0, and 1 5 have beam amended. The Examiner^s rejections and 
objections are respectfully traversed below. 
Claim Obiectioiis 

Claims 4, 10, and 15 were objected to because of a numb^ of informalities. The 
Applicants would like to thank the Examiner for his thoughful comments, and submit that 
the claims as amended satisfy the Examiner's objection. Therefore, the Applicants 
respectfully request withdrawal of this objection. 
Claim Rejection under 35 USC S 1 12 

Claims 3, 4, 9, 10, 14 and 1 5 were rejected tinder 35 USC § 1 12, second 
paragraph. The Examiner claims that the use of the term "about** renders the claims 
indefinite because no standard is set forth for d^teniiining what dimensions woxild fall 
within the claimed ranges. The Applicants respectfully submit that the use of term 
"about** does not render the rejected claims indefinite. Acceptability of the claim 
language depends on whether one of ordinary skill in the art would understand what is 
claimed in light of the specification. In addition, the Examiner has cited no close prior 
art. If the Examiner is implying or alleging that a person ofurdimiry iikill in the art 
would not have understood what was claimed in light of the specification then this must 
be in the personal knowledge of die Examiner^ and the Applicants therefore respectfully 
request thnt the Examiner in his next Official Action submit an afQdaviL detailing as 
specifically as possible such motivation (see 37 CFR § LI 04(d) (2)). Given the reasons 
in this response, the Applicants respectfully request withdrawal of this rejection. 
Claim Relectiott under Obviuu^ness Type Poubie Patenting 

Claims 1, 2, 5, 7, 8, 12 and 13 stand rejected under the judicially created doctrine 
of obviousness-lype double patenting as being unpatentable over claim 1 of U,S! Patent 
No. 6,454,839 ("ScluuiUt") in vitsw of Nutzel. The /^licants respectfully submit that 
with respect to Claims 1, 2, 5, 7, 8, 12 and 13 the Examiner has not established a prima 
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facie case of obviousness. Contrary to the Examiner*s assertion, Nutzel does not disclose 
a plurality of znicrodectrotnechanical valves, microclcctromcchanical piczoclectilc 
devices, or microelectromechanical shape memory alloy based devices but rather bores 
housing cylindrical ptns . hi addition, Nutzel does not disclose an elastomeric polvmer 
being sealed about each opening representing tlic Btatlk dub . With respect to claim 5, 
neither claim 1 to Schmidt nor Nutzel disclose microelectromechanical valves that are 
electrostatically actuated. Furthermore, the Applicants submit that the Examiner has not 
given any reason, suggestion, or motivatiuu in the references, or from the references cited 
as a whole, for the person of ordinary skill to have combined or modified the references. 
The Applicants submit that obviousness cannot be established by combining the 
teachings of the prior art to produce the claimed invention, absent some teaching, 
suggestion or incentive supporting such combination. If such suggestion or incentive is 
in the references^ the Applicants respectfully request that the Examiner particularly point 
out the relevant sections of (liui»c rufCTcnces cited which suggest or motivate his 
combination of the references. If the Examiner is alleging that a person of ordinary skill 
would have been motivated to combine such references, the Applicants respectfully 
!!»ubmit that how a person of ordinary skill in the art would have been motivated must be 
in the personal knowledge of the Examiner, and therefore respectfully requests that the 
Examiner in his next Official Action submit an af&davit detailing as specifically as 
possible such motivation (see 37 CFR § 1 .104(d) (2)). Given the reasons in this response, 
the Applicants respectfully request withdrawal of this rejection. 

Claims 3, 4, 9, 10, 14 and 15 stand rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 6,454,839 ("Schmidt* ') in view of Nutzel, and further in view of Wright. The 
ApipH cants respectfully submit that with respect to Claims 3» 4, 9, 1 0, 1 4 and 1 5 the 
Examiner has not established a prima facie case of obviousness. The Applicants submit 
that in addition to the comments cited above neither Nutzel nor Wright disclose a coating 
or £dm having a thickness in tihe range of from about 0.001 to about 1.25 mm. In 
addition, the Applicants respectftdly submit that these limitations would not be obvious 
in light of the fkct that Wright discusses strengths pliability and elasticity to someone 
skilled in the art. Furthermore, the Applicants submit that the Examiner has not given 
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any reason, suggestion, or motivation in the references, or from the references cited as a 
whole, for the person of ordinary skill to hava combined or modified the references. Tlic 
Applicants submit that obviousness cannot be established by combining the teachings of 
the prior art to produce the claimed invention, absent some teaching, suggestion or 
incentive supporting such combination. If such suggestion ui iiicjcnlive is in the 
references, the Applicants respcctfiilly request that the Examiner particularly point out 
the relevant sections of those references cited which suggest or motivate his combination 
of the references. If the Examiner is allegi ng that d p^nou of ordmary skill would have 
been motivated to combine such references or that the limitations cited above would have 
been obvious hi light of Wright, the Applicants respectfully submit that how a person of 
ordinary skill in the art would have been molivttLcd must be in the personal knowledge of 
the Examiner, and therefore respectfully requests that the Examiner in his next Official 
Action submit an affidavit detailing as specifically as possible such motivation (see 37 
CFR §1.1 04(d) (2)). Oi veil Lhu reasons in this response, the Applicants respectfully 
request withdrawal of this rejection. 

Claims 6, 1 1 and 16 stand rejected imder the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1 of U»S. Patent No. 
6,454,839 ("Schmidt") in view of Nutzel, and further in view of Sclunidt as viewed in 
combination with Crotzer. The Applicants respectfully submit that with respect to 
Claims 6, I T and 16 the Examiner has not established a prima facie case ot obviousness- 
The AppUcants submit that the comments cited above make it clear that each and every 
element of these claims have not been disclosed in thi s combination of references 
including having a modulus of elasticity of less than about 500,000 psi nor having a 
thickness from about 0.001 to about 1,25 mm. In addition, the Applicants respectfully 
submit that these limitations would not be obvious in light of the fact that Wright 
discusses strength, pliability and elasticity to someone skilled in the art. Furtheonore, the 
Applicants submit that the Examiner has not ;aven any reason, suggestion, or motivation 
in the references, or from the references cited as a whole, for the person of ordinary skill 
to have combined or modified the references. The Applicants submit that obvioiisness 
cannot be established by combining the teadiings of the prior art to produce the claimed 
invention, absent some teaching, suggestion or incentive supporting such combination. If 
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such suggestion or incentive is in the references, the Applicants respectfully request that 
the Examiner particularly point out the relevant sections of those references cited which 
suggest or motivate his combination of the references. If the Examiner is alleging that a 
person of ordinary skill would have been motivated to combine such references or that 
the limitations cited above would have been obviouis in liglit of Wri^t, Llie Applicants 
respectfully submit that how a person of ordinary skill in the art would have been 
motivated must be in the personal knowledge of the Examiner, and therefore respectfully 
requests that the Examiner in his jnex^t Official Action submit an affidavit detailing as 
specifically as possible such motivation (see 37 CFR § L 104(d) (2)). Given tlie reasons 
in this response, the Applicants respectfully request withdrawal of this rejection* 

CONCLUSION 

For all the above reasons the Applicants respectfully submit that the application is 
in condition for allowance and that action is earnestly solicited. 

Respectfully submitted, 



Dated 




Brian M, Kolkowski 
Reg. No,: 36,847 
Attorney for the Applicants 
Orbital Research Inc. 
4415 Euclid Avenue, Suite 5UU 
Cleveland, Ohio 44103 
(216)649-0376 
Fax (216) 649^0347 
F.nviil: kolkowskitg^orbitalresearch.com 



RECEIVED 
CEKTBALFAXCENTTER 

OCT 1 7 2003 

OFFICIAL 



9 

Received from < 21664j)0347 > at 10/17/03 3:03:22 PM [Eastern Dayliglit Time] 



